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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application Is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 
April 24, 2008 has been entered. 

Response to Amendment 

2. Amendments to claims 1 1 , 12, 19, and 20 have been entered in the 
above-identified application. Claims 1-10 are canceled. New claim 21 has been added. 
Claims 11-21 are now pending. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Billmers et al. (US 2002/0015854) in view of Hendricks (US 5,538,668). 
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Billmers et al. disclose a paper coating composition providing good barrier 
properties comprising a blend of hydrophobically modified high amylose starch and 
polyvinyl alcohol. The starch is modified with a hydrocarbon group of 6 to 18 carbon 
atoms. The starch is hydrophobically modified with hydrocarbon groups of at least 6 
carbon atoms, more particularly 6 to 18 and preferably 8 to 12 carbon atoms. This 
hydrophobically modified starch can be prepared by reacting starch and an organic 
anhydride reagent. All types of fillers, pigments, dyes and rheology modifiers may be 
added in the usual manner to the paper product which is to be coated or sized. Such 
materials include clay, talc, titanium dioxide, calcium carbonate, calcium sulfate and 
diatomaceous earths. Usually an effective additive amount of up to about 25% by 
weight can be used. The starches can be employed in amounts to provide a coating or 
size concentration ranging from about 0.25 to 15.0% by weight, dry basis, and 
preferably from about 0.5 to 5% by weight based on the weight of the finished dry 
paper. Within this range, the precise amount which is used will depend for the most 
part upon the type of pulp which is being utilized, the specific operating conditions, as 
well as the particular end use for which paper is desired. The use of the present 
starches as coatings and surface sizing agents results in paper characterized by 
improved water resistance, reduced porosity and increased oil resistance. Paragraph 
16 states that the modified high amylose starch may be further modified or derivatized 
to contain other groups in addition to the hydrocarbon chain as long as such 
groups do not interfere with the barrier or film forming properties provided by 



Application/Control Number: 10/562,826 Page 4 

Art Unit: 1794 

the hydrocarbon substituent and the starch itself. Such starches include crossiinked 
starches. 

Billmers et al. do not teach that the coating containing the hydrophobized starch 
is present in an amount of 0.5 to 20g/m^ and that the coating further contains a fatty 
acid in a solid content of 1 to 50% by weight based on the total weight of the solid of 
the coating layer. 

However, Hendricks discloses a composition and method for controlling foam in 
the coating solution of a papermaking operation and describes in Column 1 that a 
coating may be added to certain papers to enhance surface characteristics such as 
color, reflectivity and printability. Starch solutions are commonly employed. Foam 
is a consistent problem in these starch solutions and coatings and air bubbles in the 
coating cause holes in the coating surface resulting in loss of sheet surface properties, 
sizing and ink bleed through. Hence, conventional defoamer/anti-foam compositions 
such as a fatty acid may be added. 

Accordingly, it would have been obvious to one having ordinary skill in the art to 
add a fatty acid to the coating layer given that Hendricks specifically states that such 
anti-foam agents are added to starch solution. Furthermore, it would have been 
obvious to optimize the coating weight of the hydrophobized starch coating and the 
amount of the fatty acid given that Billmers et al. specifically teach that the starches as 
coatings and surface sizing agents results in paper characterized by improved water 
resistance, reduced porosity and increased oil resistance and Hendricks teaches that 
fatty acids are added to control the amount of the foam in the starch solution. 
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Response to Arguments 

4. Applicant's arguments witli respect to claims 1 1-21 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

5. Any Inquiry concerning this communication or earlier communications from 
the examiner should be directed to SHEEBA AHMED whose telephone number is 
(571)272-1504. The examiner can normally be reached on Monday-Friday from Sam to 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on (571)272-3186. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 



/Sheeba Ahmed/ 

Primary Examiner, Art Unit 1794 



